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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-16 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

With regard to independent claim 1, the new claim limitation "non-flexible" lacks 
support in the originally filed specification, and thus is considered to be new matter. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With regard to independent claim 1, the new claim limitation "non-flexible" is 
unclear, as there is no support in the specification on what type(s) of materials would be 
considered as "non-flexible". Furthermore, even metallic materials have some (although 
limited) degree of "flexibility". 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 18, 25, 28, and 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shaputis (US 4,068,106). 

Shaputis discloses a welding apparatus that includes a wire feeder and drive 
feed roller assembly, in which the drive roller assembly includes one or more drive rolls 
adapted to feed weld wire 12 having a predetermined diameter, with the drive roll(s) 
including opposing first and second sides defining a width dimension therebetween 
(Figures 2-4), thus defining drive roll body/bodies between the first and second sides; 
an outer circumferential body surface in the form of multiple (first, second, and third) 
circumferentially-extending grooves/channels/recesses (52,74) of angular cross-section 
corresponding to a diameter of weld wire 1 2 about a periphery of the drive roll body 
between the first and second sides; and a plurality of rims (elevated areas above the 
grooves/channels/recesses (52,74) extending radially outwardly from and along a major 



Application/Control Number: 10/820,996 Page 4 

Art Unit: 1725 

circumferential portion of the outer circumferential body surface), with the rims defining 
generally arcuate profiles at their outermost surfaces 72 and a diameter that is greater 
than remaining diameters (of the grooves/channels/recesses) measured along the width 
of the drive roll bodies (abstract; column 1, lines 51-68; column 2, lines 1-32 and 54-68; 
column 3, line 1 through column 4, line 47; and Figures 2-5). 

7. Claims 1-16, 18-29, 31-36, and 38-40 insofar as definite (in view of the 35 USC 
112, 1 st and 2 nd paragraph rejections) are rejected under 35 U.S.C. 102(e) as being 
anticipated by Bobeczko et al. (US 6,557,742). [NOTE: this rejection continues to 
apply for claims 18-29, 31-36, and 38-40, and would continue to apply for claims 1-16 
without (upon removal of) the new matter "non-flexible" limitation.] 

Bobeczko et al. disclose a drive roller for a wire feeding mechanism, in which the 
drive roller includes a plurality of drive rolls 34 adapted to feed weld wire W having a 
predetermined diameter from a wire feeding mechanism 10 to a welding gun G, with the 
drive rolls 34 including opposing first and second sides defining a width dimension 
therebetween (Figures 5A, 6A, and 7A), thus defining drive roll body (bodies) between 
the first and second sides; an outer circumferential body surface in the form of 
horizontal drive roll body surfaces above first and second circumferentially-extending 
grooves 96 (Figure 7A) of angular cross-section corresponding to weld wire W about a 
periphery of the drive roll body between the first and second sides; at least one elevated 
wire interface, which are separated from each other in Figure 7A, in the form of flexible 
cover 36 with a cylindrical outside surface 48 provided over drive roll 34 (Figures 5A, 
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6A, and 7A) that conveys weld wire W and is displaced radially outwardly from the outer 
circumferential body surface, in which use of two separate elevated wire interfaces 
(Figure 7A) would define a channel therebetween and would define circumferential 
peaks (at the upper tangential surfaces of contact with the weld wire W), while forming 
an arcuate groove (at the lowermost portion of contact with the weld wire W); and a 
plurality of rims (areas above the grooves 96; it is noted that these grooves are 
interpreted as the "recesses" of independent claim 31 ) adjacent the vertices of the 
horizontal drive roll body surfaces at a base body surface of the drive rolls), with the 
rims defining generally planar profiles adjacent the vertices and a diameter that is 
greater than remaining diameters (within the grooves, or recesses of independent claim 
31 ) measured along the width of the drive roll bodies (abstract; column 2, lines 54-67; 
column 3, line 1 through column 4, line 31; column 5, line 19 through column 9, line 42; 
and Figures 1 , 5, 5A, 6, 6A, 7, and 7A). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bobeczko et al. (US 6,557,742) in view of Shaputis (US 4,068,106). [NOTE: this 
rejection would apply for claims 1-16 with full consideration of the new matter "non- 
flexible" limitation.] 

Bobeczko et al. substantially disclose the features of above claims 1-16, 18-29, 
31-36, and 38-40. Bobeczko et al. do not disclose the use of a "non-flexible" surface 
onto which the welding wire contacts. 

However, Shaputis discloses a welding apparatus that includes a wire feeder and 
drive feed roller assembly, in which the drive roller assembly includes one or more drive 
rolls adapted to feed weld wire 12 having a predetermined diameter, with the drive 
roll(s) including opposing first and second sides defining a width dimension 
therebetween (Figures 2-4), thus defining drive roll body/bodies between the first and 
second sides; an outer circumferential body surface in the form of multiple (first, second, 
and third) circumferentially-extending grooves/channels/recesses (52,74) of angular 
cross-section corresponding to a diameter of weld wire \2 about a periphery of the drive 
roll body between the first and second sides; and a plurality of rims (elevated areas 
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above the grooves/channels/recesses (52,74) extending radially outwardly from and 
along a major circumferential portion of the outer circumferential body surface), with the 
rims defining generally arcuate profiles at their outermost surfaces 72 and a diameter 
that is greater than remaining diameters (of the grooves/channels/recesses) measured 
along the width of the drive roll bodies, with the weld wire contacting the drive roll body 
on its "non-flexible" (metal) surface for the purpose of properly positioning the weld wire 
within the groove (abstract; column 1, lines 51-68; column 2, lines 1-32 and 54-68; 
column 3, line 1 through column 4, line 47; and Figures 2-5). 

It would have been obvious to one of ordinary skill in the art at the time the 

applicants' invention was made to modify the a drive roller for a wire feeding 

< 

mechanism, as disclosed by Bobeczko et al., by using the "non-flexible" surface onto 
which the welding wire contacts, as taught by Shaputis, in order to properly position the 
weld wire within the groove (Shaputis; abstract; and column 2, lines 27-32). 

Response to Arguments 

1 1 . The examiner acknowledges the applicants' amendment received by the USPTO 
on January 24, 2007. In addition, an Information Disclosure Statement (IDS) received 
by the USPTO on December 13, 2006 has been considered, initialed, and a copy of the 
IDS has been provided with this Office Action. The amendments overcome prior 
objections to the abstract and claims, as well as prior 35 USC 112, 2 nd paragraph 
rejections. However, new 35 USC 1 12, 1 st and 2 nd paragraph rejections have been 
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raised by the amendments to independent claim 1 (see above sections 2 and 4). 
Claims 1-16, 18-29, 31-36, and 38-40 remain under consideration in the application. 

12. Applicants 1 arguments with respect to claims 1-16 (as they apply to the new 
matter "non-flexible" limitation) have been considered but are moot in view of the new 
ground(s) of rejection. 

13. Applicants 1 arguments filed January 24, 2007 have been fully considered but they 
are not persuasive. 

With regard to the applicants 1 remarks/arguments on pages 13-15 of the 
amendment (addressing the rejections of independent claims 1,18, and 31), it is noted 
in above sections 2, 4, 7, and 10 that the new limitation "non-flexible" of claim 1 is 
considered as new matter and indefinite, while also being newly rejected under 35 USC 
1 03(a) - if the new matter is given full consideration. The degree of flexibility of the 
drive rollers of Shaputis is limited, but still present, despite the drive rollers being of 
metallic material. Regarding claim 18, the applicants argue that there are no rims that 
extend radially outwardly from the drive roll body. The examiner respectfully disagrees, 
as Figure 7A of Bobeczko et al. shows a channel defined by the weld wire interface 
(upper tangential surface) of contact between weld wire W and cylindrical outside 
surface 48. Regarding claim 31 , and again with reference to Figure 7A, Bobeczko et al. 
disclose that the wire interface width dimension (substantially the same as the width of 
the weld wire) is less than the width dimension of the drive roll. 
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Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action. is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Kevin P. Kerns whose telephone number is (571 ) 
272-1 178. The examiner can normally be reached on Monday-Friday from 8:00am- 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Kevin P. Kerns 
Primary Examiner 
Art Unit 1725 

kpk 

February 3, 2007 



